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Re: U.S. Utility Patent Application No. 10/578,403 • 

(U.S. Nat'l Phase oflnt'l Appl. No. PCT/EP2004/0 12443; LA. Date: November 4, 2004) 
For: 2-HALOGEN-6-ALKYL-PHENYL SUBSTITUTED SPIROCYCLIC 

TETRAMIC ACID DERIVATIVES 
Inventors: FISCHER et al. 
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Transmitted herewith for appropriate action are the following documents: 

1 . Information Disclosure Statement; 

2. Form PTO/SB/08A listing fifty-eight (58) cited documents; 

3. Copies of fifty-five (55) of the fifty-eight (58) cited documents (FP1-FP55); 

4. Form PTO/SB/08B listing forty-two (42) cited documents; 

5. Copies of the forty-two (42) cited documents (NPL1-NPL42); and 

6. One (1) return postcard. 

It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. 

In the event that extensions of time are necessary to prevent abandonment of this patent 
application, then such extensions of time are hereby petitioned. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

application of: Confirmation No. : 1 672 

FISCHER et al Art Unit: 1614 

Appl. No.: 10/578,403 

(U.S. Nat'l Phase of Int'l Appl. 

No. PCT/EP2004/01 2443) Examiner: To Be Assigned 

Filed: November 4, 2004 Atty. Docket: 2400.0320000/ VLC/CMB 

For: 2-Halogen-6-Alkyl-Phenyl 

Substituted Spirocyclic Tetramic 

Acid Derivatives 

Information Disclosure Statement 
Under 37 C.F.R. § 1.97(b) 

Mail Stop Amendment 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Sir: 

Listed on accompanying Information Disclosure Statement Forms, PTO/SB/08A 
and PTO/SB/08B, are documents that may be considered material to the examination of 
this application, in compliance with the duty of disclosure requirements of 37 C.F.R. §§ 
1.56, 1.97 and 1.98. 

Copies of documents FP1 to FP55 and NPL1 to NPL42 are submitted. 
However, in accordance with 37 C.F.R. § 1.98(a)(2), copies of the U.S. patents cited on 
the attached Form PTO/SB/08A, documents US1 to US3, are not submitted. 

In accordance with 37 C.F.R. § 1.98(a)(3), Applicants' undersigned representative 
submits the following discussion of the relevance of the non-English language 
documents, FP1 to FP6, FP8 to FP20, FP22, FP23, FP25 to FP55, NPL1, NPL4 to 
NPL6, and NPL11, cited on Forms PTO/SB/08A and PTO/SB/08B: 




- 2 - FISCHER et al. 

Appl. No. 10/578,403 

Document FP1, DE 2 218 097 A 1, is in the German language. An English 

language abstract of document FP1 is cited as document NPL16 and submitted herewith. 

Document FP2, DE 2 350 547 Al, is in the German language. An English 
language abstract of document FP2 is cited as document NPL17 and submitted herewith. 

Document FP3, EP 0 086 750 A2, is in the German language. An English 
language abstract of document FP3 is cited as document NPL18 and submitted herewith. 

Document FP4, EP 0 094 349 A2, is in the German language. An English 
language abstract of document FP4 is cited as document NPL19 and submitted herewith. 

Document FP5, EP 0 174 562 A2, is in the German language. An English 
language abstract of document FP5 is cited as document NPL20 and submitted herewith. 

Document FP6, EP 0 191 736 A2, is in the German language. An English 
language abstract of document FP6 is cited as document NPL21 and submitted herewith. 

Document FP8, EP 0 269 806 Al, is in the German language. An English 
language abstract of document FP8 is cited as document NPL22 and submitted herewith. 

Document FP9, EP 0 333 131 Al, is in the German language. An English 
language abstract of document FP9 is cited as document NPL23 and submitted herewith. 

Document FP10, EP 0 346 620 Al, is in the German language. An English 
language abstract of document FP10 is cited as document NPL24 and submitted 
herewith. 
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Appl. No. 10/578,403 

Document FPU, EP 355 599 Al, is in the German language. An English 

language abstract of document FPU is cited as document NPL25 and submitted 

herewith. 

Document FP12, EP 0 377 893 Al, is in the German language. An English 
language abstract of document FP12 is cited as document NPL26 and submitted 
herewith. 

Document FP13, EP 0 415 211 A2, is in the German language. An English 
language abstract of document FP13 is cited as document NPL27 and submitted 
herewith. 

Document FP14, WO 91/07874 Al, is in the German language. An English 
language abstract of document FP14 can be found on the face page of the published 
patent application. 

Document FP15, WO 91/08202 A 1, is in the German language. An English 
language abstract of document FP15 can be found on the face page of the published 
patent application. 

Document FP16, EP 0 442 073 A2, is in the German language. An English 
language abstract of document FP16 is cited as document NPL28 and submitted 
herewith. 

Document FP17, EP 0 442 077 A2, is in the German language. An English 
language abstract of document FP17 is cited as document NPL29 and submitted 
herewith. 

Atty. Dkt. No. 2400.0320000/VLC/CMB 
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Appl. No. 10/578,403 

Document FP18, EP 0 456 063 A2, is in the German language. An English 

language abstract of document FP18 is cited as document NPL30 and submitted 

herewith. 

Document FP19, EP 0 492 366 A2 5 is in the German language. An English 
language abstract of document FP19 is cited as document NPL31 and submitted 
herewith. 

Document FP20, EP 0 521 334 A 1, is in the German language. An English 
language abstract of document FP20 is cited as document NPL32 and submitted 
herewith. 

Document FP22, EP 0 582 198 A2, is in the German language. An English 
language abstract of document FP22 is cited as document NPL33 and submitted 
herewith. 

Document FP23, EP 0 596 298 A2, is in the German language. An English 
language abstract of document FP23 is cited as document NPL34 and submitted 
herewith. 

Document FP25, EP 0 613 884 A2, is in the German language. An English 
language abstract of document FP25 is cited as document NPL35 and submitted 
herewith. 

Document FP26, EP 0 613 885 A2, is in the German language. An English 
language abstract of document FP26 is cited as document NPL36 and submitted 
herewith. 

Atty. Dkt. No. 2400.0320000/VLC/CMB 
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Appl.No. 10/578,403 

Document FP27, WO 94/29268 Al, is in the German language. An English 

language abstract of document FP27 can be found on the face page of the published 

patent application. 

Document FP28, WO 95/01971 Al, is in the German language. An English 
language abstract of document FP28 can be found on the face page of the published 
patent application. 

Document FP29, WO 95/07897 Al, is in the German language. An English 
language abstract of document FP29 can be found on the face page of the published 
patent application. 

Document FP30, WO 95/20572 Al, is in the German language. An English 
language abstract of document FP30 can be found on the face page of the published 
patent application. 

Document FP31, EP 0 668 267 Al, is in the German language. An English 
language abstract of document FP31 is cited as document NPL37 and submitted 
herewith. 

Document FP32, WO 95/26954 Al, is in the German language. An English 
language abstract of document FP32 can be found on the face page of the published 
patent application. 

Document FP33, WO 96/25395 Al, is in the German language. An English 
language abstract of document FP33 can be found on the face page of the published 
patent application. 

Atty. Dkt. No. 2400.0320000/VLC/CMB 
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Appl.No. 10/578,403 

Document FP34, WO 96/35664 Al, is in the German language. An English 

language abstract of document FP34 can be found on the face page of the published 

patent application. 

Document FP36, WO 97/01535 Al, is in the German language. An English 
language abstract of document FP36 can be found on the face page of the published 
patent application. 

Document FP37, WO 97/02243 Al, is in the German language. An English 
language abstract of document FP37 can be found on the face page of the published 
patent application. 

Document FP38, WO 97/36868 A2, is in the German language. An English 
language abstract of document FP38 can be found on the face page of the published 
patent application. 

Document FP39, WO 97/43275 A2, is in the German language. An English 
language abstract of document FP39 can be found on the face page of the published 
patent application. 

Document FP40, DE 196 21 522 Al, is in the German language. An English 
language abstract of document FP40 is cited as document NPL38 and submitted 
herewith. 

Document FP41, WO 98/05638 A2, is in the German language. An English 
language abstract of document FP41 can be found on the face page of the published 
patent application. 

Atty. Dkt. No. 2400.0320000/VLC/CMB 
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AppL No. 10/578,403 

Document FP42, WO 98/06721 Al, is in the German language. An English 

language abstract of document FP42 can be found on the face page of the published 

patent application. 

Document FP43, EP 0 835 243 Bl, is in the German language. An English 
language equivalent of document FP43 is listed as document US1. 

Document FP45, WO 99/16748 Al, is in the German language. An English 
language abstract of document FP45 can be found on the face page of the published 
patent application. 

Document FP46, WO 99/24437 Al, is in the German language. An English 
language abstract of document FP46 can be found on the face page of the published 
patent application. 

Document FP47, WO 99/43649 Al, is in the German language. An English 
language abstract of document FP47 can be found on the face page of the published 
patent application. 

Document FP48, WO 99/48869 Al, is in the German language. An English 
language abstract of document FP48 can be found on the face page of the published 
patent application. 

Document FP49, WO 99/55673 Al, is in the German language. An English 
language abstract of document FP49 can be found on the face page of the published 
patent application. 
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Appl. No. 10/578,403 

Document FP50, WO 99/66795 Al, is in the German language. An English 

language abstract of document FP50 can be found on the face page of the published 

patent application. 

Document FP51, WO 01/09092 Al, is in the German language. An English 
language abstract of document FP51 can be found on the face page of the published 
patent application. 

Document FP52, WO 01/17972 A2, is in the German language. An English 
language abstract of document FP52 can be found on the face page of the published 
patent application. 

Document FP53, WO 01/23354 A2, is in the German language. An English 
language abstract of document FP53 can be found on the face page of the published 
patent application. 

Document FP54, WO 01/74770 Al, is in the German language. An English 
language abstract of document FP54 can be found on the face page of the published 
patent application. 

Document NPL1, "Reaction of 1,3-cyclohexadiene with azodicarboxylic acid 
diethyl ester," Chem. Berichte, 5 pages (1965), is in the German language. An English 
language abstract of document NPL1 is cited as document NPL39 and submitted 
herewith. 
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Appl. No. 10/578,403 

Document NPL4, "Addition Des Reactifs Nucleophiles Sur La Triple Liaison 

Nitrile," Ann. Chim., 12 pages (1970), is in the French language. An English language 

abstract of document NPL4 can be found on the face page of the article. 

Document NPL5, "Synthesis of steranthrenes. III. 3,4-Aceperinaphthane and 6,7- 
aceperinaphtane," Ann. Chem., 15 pages (1954), is in the German language. An English 
language abstract of document NPL5 is cited as document NPL40 and submitted 
herewith. 

Document NPL6, "The endo-methylenepiperidazine resulting from 
cyclopentadiene and azo ester and its transformation into 1,3-diaminocyclopentane," 
Ann. Chem. 21 pages (1925), is in the German language. An English language abstract 
of document NPL6 is cited as document NPL41 and submitted herewith. 

Document NPL11, "Cyclization of N-acylalanine and N-acylglycine Esters," 
Liebigs Ann. Chem., 4 pages (1985) is in the German language. An English language 
abstract of document NPL1 1 can be found on the face page of the article 

Documents FP35, FP44, and FP55 were cited in a search report by a foreign 
patent office in a counterpart foreign application. Submission of an English language 
version of the search report that indicates the degree of relevance found by the foreign 
office is provided in satisfaction of the requirement for a concise explanation of 
relevance. The search report is attached as document NPL42 on the IDS Form, 
PTO/SB/08B. 1 138 OG 37, 38. 
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Applicants would also like to bring to the attention of the Examiner that, for the 

following document, the volume number could not be determined after reasonable efforts 

by the Applicants: NPL9, Munday, L., "Amino-acids of the Cyclohexane Series. Part I.," 

J. Chem. Soc, 8 pages (1961). 

Where the publication date of a listed document does not provide a month of 
publication, the year of publication of the listed document is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the month of publication is 
not in issue. Applicants have listed publication dates on the attached Information 
Disclosure Statement Forms based on information presently available to the undersigned. 
However, the listed publication dates should not be construed as an admission that the 
information was actually published on the date indicated. 

Applicants reserve the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may 
not be prior art, and/or to prove that this information may not be enabling for the 
teachings purportedly offered. 

This statement should not be construed as a representation that a search has been 
made, or that information more material to the examination of the present patent 
application does not exist. The Examiner is specifically requested not to rely solely on 
the material submitted herewith. 

This Information Disclosure Statement is being before the mailing date of a first 
Office Action on the merits. No statement or fee is required. 
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FISCHER et al 
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It is respectfully requested that the Examiner initial and return a copy of the 
enclosed EDS Forms, and indicate in the official file wrapper of this patent application 
that the documents have been considered. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee 
deficiency, or credit any overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox P.L.L.C. 




Cynthia M. Bouchez 
Attorney for Applicants 
Registration No. 47,438 




1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202) 371-2600 
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